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In the correspondence dated September 22, 2006, the Examiner held that the 
Rule 1.131 Declaration submitted as a means of overcoming the prior art rejection 
under 35 U.S.C. 102(e) of Nguyen was not entirely effectual because that document did 
not illustrate a reduction to practice of the embodiments that relied on an acid-releasing 
material other than lactides nor was it demonstrated that the alternatives, e.g. 
poly(glycolide) would have been obvious to one of ordinary skill. (Again, an applicant 
need not illustrate a reduction to practice of every permutation of their invention before 
the effective date of the reference if the other variants are obvious to one having 
ordinary skill.) 

In their response, it is implied that these other materials are obvious alternatives 
to the lactide if they are known to hydrolyze to carboxylic acids. In particular, Applicant 
says of the anhydrides that they, 

"are simply additional examples of compounds that also undergo hydrolysis to yield carboxylic 
acids and, thus, to a person of ordinary skill in the art, substantially water-insoluble anhydrides 
would be obvious variants of those embodiments described in the Declaration." 

The Examiner is willing to acknowledge the obviousness of the other permutations 
based on the rationale set forth by Applicant. In turn, according to Applicant's own 
standards of what constitutes an obvious alternative, i.e. any material that is known to 
hydrolyze to a carboxylic acid, the Examiner believes that it could be said that, by 
extension of Applicant's own position, the materials outlined in the independent claims 
are obvious alternatives to the latent carboxylic acids mentioned in at least one of the 
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other documents over which rejections had been made in the earlier stages of 
prosecution. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 7, 9-11, 14, and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable in view of Harris et al., U.S. patent # 5,813,466. Harris et al. disclose the 
utilization of a precursor as a source of latent acid to degrade a crosslinked polymer. 
As in the other cases, the crosslinked polymer is employed in a fracturing composition 
(column 6, lines 1-3). Constituents of the crosslinked polymer are the polysaccharides 
and water-soluble organic polymers mentioned in column 3, lines 1-31 , and the 
crosslinking agents listed in column 4, lines 1-56. Whereas Dawson used a synergistic 
combination of an inorganic oxidant and an ester to promote degradation of the polymer 
thereby yielding a reduction in the viscosity of the composition, Harris teaches the 
addition of an enzyme that facilitates slow hydrolysis of the ester into an alcohol and the 
acid needed to bring about polymer degradation (column 2, lines 36-47 and column 5, 
lines 18-27). Concomitant with carboxylic acid formation is, of course, a lowering in the 
pH of the crosslinked polymer-containing fluid. 

Harris does not, on the other hand, mention the specific acid-releasing materials 
outlined in the independent claims. Nevertheless, they are simply additional examples 
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of compounds that also undergo hydrolysis to yield carboxylic acids and, thus, to a 
person of ordinary skill in the art, the species of acid-degradable material recited in 
claim 1 would be obvious variants of those embodiments mentioned by Harris, and 
particularly an obvious variant of the lactones (column 5, line 27). 

As for claims 4 and 1 1 , the pH at which decrosslinking occurs would be largely a 
function of the chemical identity of the decomposable material but also would influenced 
by the chemical identities of the aforementioned polymer and crosslinker. Insofar as (a) 
the claimed decomposable materials, like those of the instant invention, are hydrolyzed 
into organic acids that actively destroy the polymer and (b) the polymers and 
crosslinkers contemplated in Applicant's disclosure are similar to those taught by the 
reference, the limitation recited in each of the above claims is inherently anticipated. 

The Examiner had also previously cited Smith et al., U.S. 5,224,546 and Dawson 
et al., U.S. 6,793,018. It is not obvious to replace the latent acid materials described in 
these disclosures with any of the acid-releasing materials of the independent claims 
because the acid-releasing materials provided therein must be polycarboxylic 
acids/capable of being used as chelators. This would not be true of the acids generated 
by, for instance, the hydrolysis of lactide. 

Allowable Subject Matter 

Claims 8 and 15 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. Claims 16-18, 21-22, and 30 are allowable. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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